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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 27 October 2003 . 
2a)Q This action is FINAL. 2b)K This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 23-61 is/are pending in the application. 

4a) Of the above claim(s) 23-50 and 59-61 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |E Claim(s) 57-58 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) ^ Claim(s) 23-61 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some'cO None of: 

1 .□ Certified copies of the priority documents have been received. 

2. \Z\ Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s). . 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other; 
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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 51-58 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Richmond et al. (5,310,669) in view of Friedman et al. (6,204,391) in further view of 
Murphy et al. (W09636631 ). 



Richmond et al. discloses substrates having a surface coated with fullerene and 
a substance attached. Cell culture substrates having a fullerene-coated surface are 
useful in methods of growing cells on the fullerene-coated surface. Methods of 
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preparing cell culture substrates for cell attachment and growth by coating a surface 
with fullerene are provided. Cells can be grown on a fullerene-coated surface in the 
presence of a substance such as a cytokine, growth hormone or a drug, to evaluate the 
interaction between the substance and the cells. Methods for increasing cell membrane 
permeability and for introducing a substance, such as a DNA or RNA vector, into a cell 
are also provided. 

Friedman discloses water soluble C60 derivatives for inactivating HIV by 
interacting with HIV by Van der Waals contacts with the nonpolar HIVP surface. Said 
derivatives are substituted symmetrically with organic moieties comprising from 1 to 
about 20 carbon atoms each and optionally further comprising polar heteroatoms, such 
as oxygen and nitrogen. The preferred fullerene derivatives are diamino derivatives 
synthesized in three steps from C60 via a suitably substituted diphenyildiazomethane. 

Therefore it would have been obvious at the time the invention was made to use 
the C60 derivative of Friedman et al for the method of Richmond. Said C60 derivatives 
are soluble in water, being solubilized by attachment of polar substituents, including 
ionic groups, situated in a well-defined position on the surface of the fullerene. The 
water-soluble fullerenes have selective activity against HIV-1 in acutely and chronically 
infected cells. Compound 2c was also shown to have virucidal properties, suggesting 
direct interactions between the fullerene and HIV-1 . The virucidal properties of this 
compound probably account for the major viral inhibitory activity observed in vitro. 
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The preparation of libraries of multiply-substituted fullerene libraries result in the 
preparation of compounds which possess pharmaceutical, materials science, or other 
utility. Certain of the fullerene derivatives may be useful as drugs for the targeting of 
enzymes, regulatory proteins and receptors of various kinds. In particular, certain 
multiply- substituted fullerenes may be used in pharmaceutical compositions for the 
treatment of various central nervous system, cardiovascular and respiratory disorders. 
(Murphy et al. pages 10-15). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jezia Riley whose telephone number is 703-305-6855. 
The examiner can normally be reached on 9:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703-308-1119. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 
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